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Art Unit: 3627 

DETAILED ACTION 
Claim Rejections - 35 USC §112 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, and 7-25 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 4 appears to recite only data, although the claim is to an apparatus. 

Claims 7-9 attempt to further define a mechanism, but recite only data which is 
not limiting on the mechanism. 

In claim 10, it is not clear what the mechanism is "coupled" to in "said mechanism 
coupled to update said inventory with data". 

In claim 10, as best understood by the examiner, the specification does not show 
that the mechanism "updates" the inventory with the remaining page life data. Also, it is 
not clear how the inventory would be updated with the data. Rather, it appears that it 
uses the remaining page life data in some way to determine when to place an order. 

In claim 16, it is unclear what is meant by "comprises as the operative coupling, 
an integration system". 

In claim 17, it is unclear what is meant by "life span to each of said..." 

In claim 23, the phrasing of the claim is unclear. 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 10-16 and 25 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claim 10 recites "said mechanism is coupled to update said inventory with data 
regarding a remaining page life of said replaceable components". However, as 
understood by the examiner, the specification does not enable updating the inventory 
with the expected life data. It also does not enable using the remaining life data to 
determine when to place orders to refresh the inventory. One of ordinary skill in the art 
would not be able to make or use the invention without undue experimentation. 

Claims 16 and 25 further recites an integration system that takes the predictable 
lifetime, printer use value, and compares these values with the stock of components to 
provide an analysis of demand. However, this limitation is not enabled in the 
specification. One of ordinary skill in the art would not be able to make or use the 
claimed invention without undue experimentation. 

Claims 10-16 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

While the limitations are shown in the claims, they do not appear to be described 
in sufficient detail in the claims or specification to reasonably convey to one of ordinary 
skill in the art that the inventor(s) had possession of the claimed invention. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 17-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 17-25 are non-statutory because the method lacks a claimed 
technological nexus with the computing apparatus performing the steps. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, and 6-9 are rejected under 35 U.S.C. 102(b) as anticipated by 
LoBiondo et al (5,305,199). 
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LoBiondo shows a plurality of pieces of equipment with a plurality of components, 
each having a predictable lifetime; an inventory of replacement parts; a computational 
element coupled to the equipment; and a mechanism for managing inventory by 
tracking lifetime of components through usage. 

As to claim 2, the computational element has a user interface (touch screen) and 
the mechanism, comprising the inventory tracking module, is coupled to the 
computational element and has an input device that allows input and deletion of pieces 
of equipment. 

As to claim 6, LoBiondo shows an inventory notification that is activated when the 
number of replacement parts fall below a predetermined level. 

As to claims 7 and 8, LoBiondo shows all elements of the claim. It is noted that 
the parameters are used in the inventory analysis which results in a decision whether or 
not to order. The decision whether or not to order affects quantities order (zero or a 
certain non-zero quantity) and frequency. 

As to claim 9, LoBiondo shows rate of use as a parameter. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 17 are rejected under 35 U.S.C. 102(e) as being anticipated by Manchala 
et al (6.405,178). 

Manchala shows providing serviceable equipment with a plurality of replaceable 
parts and providing inventory of the parts. It inherently shows calculating a 
predetermined life span of the parts, since it shows replacing the parts at a 
predetermined threshold. It further shows creating a system for tracking the predicted 
life; and managing an inventory of replacement parts using the tracking system. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
LoBiondo et al in view of Manchala et al (6,405,178). 

As to claim 3, LoBiondo shows all elements except comparing at least one of the 
predictable lifetimes of the components against a threshold based on equipment usage. 
Manchala shows this element. It would have been obvious to one of ordinary skill in the 
art to modify the apparatus of LoBiondo by comparing the predictable lifetimes against a 
threshold in order to determine when the component needs to be replaced. 
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As to claim 4, LoBiondo shows that the mechanism further comprises inputs from 
sensors for counters providing usage updates. It does not explicitly show a threshold 
against which each component's usage is compared, or a notification when that 
threshold is reached. Manchala shows comparing the usage against a threshold and 
triggering a notification when that threshold is reached. 

As to claim 5, LoBiondo in view of Manchala show all element except that the 
threshold equals on lifetime. However, to do so is notoriously old and well known in the 
art. It would have been obvious to one of ordinary skill in the art to compare the usage 
to one lifetime in order to maximize use of the component. 

Claims 10-14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over LoBiondo et al in view of Nagira et al. 

As to claims 10 and 1 1 , LoBiondo shows that the equipment is a printing system; 
tracking the use of items via page count; and that the mechanism is coupled to update 
the inventory. LoBiondo does not explicitly show providing remaining page life data. 
Nagira shows providing remaining page life data. It would have been obvious to one of 
ordinary skill in the art to modify the apparatus of LoBiondo by providing remaining page 
life data as taught by Nagira in order to provide a simple means of determining, using 
the existing counters, the end of life for components. 

As to claim 12, LoBiondo in view of Nagira show all elements of the claim except 
computing predictable lifetimes when a component is replaced. However, it is 
notoriously old and well known in the art to do so. It would have been obvious to one of 
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ordinary skill in the art to further modify the apparatus of LoBiondo by computing the 
lifetime value at that point in order to capture the effect of a possible changing use 
environment. 

As to claims 13 and 14, LoBiondo in view of Nagira show all previously recited 
elements, and show periodic reporting of page count for each of a plurality of printers. 
They do not show that the period is daily. However, daily reporting is notoriously old 
and well known in the art. It would have been obvious to one of ordinary skill in the art 
to further modify the apparatus of LoBiondo by providing daily reporting in order to 
ensure that abrupt changes is use are detected in a timely manner. 

As to claim 16, LoBiondo in view of Nagira shows all elements. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
LoBiondo et al in view of Nagira et al as applied to claim 10 above, and further in view 
of Manchala et al. 

LoBiondo in view of Nagira show all elements of the claims except creating an 
order for a predetermined number of shipments within a given time period Manchala 
shows this element. It would have been obvious to one of ordinary skill in the art to 
further modify the apparatus of LoBiondo in order to provide automated ordering upon 
detection of a low remaining life of a part. 

Claims 18-21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manchala et al in view of LoBiondo et al. 
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As to claim 18, Manchala et al show all elements except that the system uses a 
set of parameters based on said predicted life span of said components to determine 
quantities on reorder parts. LoBiondo et al shows such parameters which are used in 
determining whether to reorder (and which therefore affect order quantity). It would 
have been obvious to one of ordinary skill in the art to modify the method of Manchala 
by using parameter based on predicted life to determine quantities in order to ensure 
that the on-hand inventory reflects current needs. 

As to claim 19, Manchala et al show all elements except that the system uses a 
set of parameters based on said predicted life span of said components to determine 
frequency of reorders. LoBiondo et al shows such parameters which are used in 
determining whether to reorder, and therefore affects frequency. It would have been 
obvious to one of ordinary skill in the art to modify the method of Manchala by using 
parameter based on predicted life to determine frequency of orders to ensure that the 
on-hand inventory reflects current needs. 

As to claim 20, Manchala shows all elements except having a set of parameters 
including rate of use and determining a replenishment period for the components. 
LoBiondo shows these steps. It would have been obvious to one of ordinary skill in the 
art to modify the method Manchala by determining rate of use and a replenishment 
period in order to ensure that inventory reflects current needs. 

As to claim 21 , it is noted that Manchala in view of LoBiondo show the equipment 
being a printing system, and that the creating step further comprises that the tracking 
system is coupled to the inventory to receive rate of use data. 
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As to claim 23, Manchala in view of LoBiondo show all elements of the claim 
except computing page life each time a component is replaced. However, it is 
notoriously old and well known in the art to do so. It would have been obvious to one of 
ordinary skill in the art to recalculate page life each time a component is replaced in 
order to capture the effect of a possible changing use environment. 

Claims 22, 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manchala et al in view of LoBiondo et al as applied to claim 19 above, and further 
in view of Nagira et al (5,666,585). 

Manchala in view of LoBiondo show all elements except determining a page life 
from rate of use. Nagira shows this element. It would have been obvious to one of 
ordinary skill in the art to further modify the method of Manchala by determining a page 
life in order to facilitate tracking of remaining life via the existing counters. 

As to claim 24, Manachala in view of LoBiondo and Nagira show all previously 
recited elements, and show periodic reporting of page count for each of a plurality of 
printers. They do not show that the period is daily. However, daily reporting is 
notoriously old and well known in the art. It would have been obvious to one of ordinary 
skill in the art to further modify the method of Manchala by providing daily reporting in 
order to ensure that abrupt changes is use are detected in a timely manner. 

As to claim 25, it is noted that Manachala in view of LoBiondo and Nagira show 
all elements of the claim. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven B. McAllister whose telephone number is (703) 
308-7052. The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert P. Olszewski can be reached on (703) 308-51 83. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Steven B. McAllister 




